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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Paul C. Leung et aL Group Director: Margaret Ann Focarino 

Serial No.: 09/286,678 Group Art Unit: TC 2120 

Filed: April 2, 1999 Docket: ST9-95-032R 

Title: PLATFORM-TRANSPARENT REGISTRATION AND BUILD OF STORED 



PROCEDURES AND USER-DEFINED FUNCTIONS 



CERTIFICATE OF MAILING OR TRANSMISSION UNDER 37 CFR 1.8 



I hereby certify that this correspondence is being filed via facsimile transmission to the U.S. 
Patent and Trademark Office on July 30. 2002 . 




Commissioner for Patents 
Washington, D.C 20231 

Dear Sir: 

We are transmitting herewith the attached: 

Transmittal sheet, in duplicate, containing a Certificate of Mailing or Transmission under 37 CFR 1.8. 
£<] REQUEST FOR RECONSIDERATION OF THE DECISION DENYING THE PETITION TO 
WITHDRAW HOLDING OF ABANDONMENT including Exhibits A-F. 



Please consider this a PETITION FOR EXTENSION OF TIME for a sufficient number of months 
to enter these papers, if appropriate. 

Please charge all fees to Deposit Account No* 09-0460 of IBM Corporation, the assignee of the 
present application, A duplicate of tbis paper is enclosed. 
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IN THE UNITED STATRS PATF.NT AND TRADEMARK OFFICE 

Applicant: Paul C. Leung ct aL Examiner: J. Choules 

Serial No.: 09/286,678 Group Art Unit 2177 

Filed: April 2, 1999 Docket ST9-95-032R 

Tide; PLATFORM-TRANSPARENT REGISTRATION AND BUILD OF STORED 

PROCEDURES AND USER-DEFINED FUNCTIONS 



CERTIFICATE OF MAILING OR TRANSMISSION UNDHR 37 CFR 1.8 

I hereby certify chat this correspondence is being transmitted by facsimile ro die United State* Patent and 
Trademark Office On Inlv 30 2002 



Name: Geoqje II. GatGs 



REQUEST FOR RECONSIDERATION OF THE DECISION DENYTNG THE PETITION 
TO WITHDRAW HOLDING OF ABANDONMENT 

Commissioner fox Patents 
Washington, D.C. 20231 

Dear Sir: 

I. Tn traduction 

Applicants' attorney submits this Request for Reconsideration of the Decision On Petition 
Under 37 C.F.R. §1.181 to Withdraw Holding of Abandonment Attached hereto as Exhibit A is a 
copy of the Decision dated July 8, 2002. 

Applicants' attorney respectfully submits that the Examiner properly issued a Notice of 
Non-Responsive Amendment, that the application was not abandoned when the Notice of Non- 
Responsive Amendment was issued, and that Applicants' Amendment filed on September 27, 2001 
was a proper reply to the Notice of Non-Responsive Amendment, 

Consequendy, the Petition Under 37 C.F.R. §1.181 to Withdraw Holding of Abandonment 
should have been granted, and it is requested that the Decision be reversed. 
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II. Basis for the Request for Reconsideration 

The facts, analysis and conclusion in the Decision omit certain critical events, which are set 
forth below and documented in the attached Exhibits: 

• March 14. 2001 - Final Rejection mailed Three month deadline is June 14 T 2001 T 
and sixth month deadline is September 14. 2001 . 

• April 26. 2001 - Applicants' attorney telephones Examiner Kulik to discuss defective 
declaration. The telephone interview was documented in the Amendment under 37 
C.FJL §1.116 filed June 14, 2001 (after the declaration had been approved by 
Examiner Kulik and subsequently executed by the inventors). See the telephone log 
in Exhibit B attached hereto. 

• Tunc 14. 2001 - Amendment under 37 CF.R. §1.116 filed, along with Declaration, on 
the three month deadline. 

• June 20 r 2001 - Advisory Action mailed. The Advisory Action scates that the After- 
Final Amendment will not be entered because it raises new issues that require further 
search and consideration. 

• June 28, 20Q1 - Applicants' attorney telephones SPE John Breene (because Examiner 
Kulik had left the employ of the PTO), to discuss the Advisory Action and explain 
status of the case. SPE Breene indicated he would pull the case and call back. See 
the telephone log in Exhibit C attached hereto. 

• July 13, 2001 - Applicants' attorney again telephones SPE John Breene. SPE Breene 
again indicated that he would order the file wrapper. SPE Breene also stated that he 
would issue an allowance, notwithstanding the Advisory Action. SPE Breene 
instructed Applicants' attorney to call back in a week. See the telephone log in 
Exhibit C attached hereto. 

• August 14, 2001 - Applicants' attorney telephones Examiner Choules, after learning 
from SPE John Breene that Examiner Choules is now responsible for the 
application. Examiner Choules indicates that he is still reviewing the case, and 
instructs Applicants' attorney to call back. See the telephone log in Exhibit D 
attached hereto. 
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• September 12. 2001 - Two days before the end of the sixth month period, 
Applicants' attorney telephones Examiner Choules. Examiner Choules indicates that 
brackets and underlining are not correct, and states that he will issue an Office 
Action withdrawing the final rejection, and will fax the Office Action to Applicants' 
attorney. See the telephone log in Exhibit E attached hereto. 

• September I3 f 2001 - One day before the end of the sixth month period, Examiner 
Choules faxes the Office Acrion to Applicants' attorney indicating that finality is 
withdrawn, and giving the Applicants one month from the date of the Office Action 
(September 13, 2001) in which to respond. See the Office Acdon in Exhibit F 
attached hereto. 

In light of the above facts, Applicants* attorney respectfully submits that the Examiner 
properly issued a Notice of Non-Responsive Amendment, on September 13, 2001, not on 
September 17, 2001. Moreover, since the application was not abandoned as of September 13, 2001, 
the Examiner could properly vacate the final rejection, and issue an action in the case. 

On the other hand, the Decision states that even if the Examiner's action of September 17, 
2001 (actually September 13, 2001) was valid, the application was abandoned for failure to timely file 
a proper reply to that mailing by March 1 8, 2002. The Decision acknowledges that Applicants 7 
attorney has established that an Amendment was filed by facsimile on September 27, 2001, but 
states that this Amendment was not a proper reply to the Notice of Non-Responsive Amendment. 

Applicants' attorney disagrees. The Amendment filed on September 27, 2001 was a proper 
reply, in that it complied with all of the requirements of the Notice of Non-Responsive 
Amendment, Le., the requirements concerning the bracketing and underlining of claim 18. 
Applicants' attorney concedes that the Amendment also included newly-presented amendments to 
claim 8, which amendments the Examiner later asserted did not comply with 37 C.F.R. §1.173. 
Nonetheless, the Notice of Non-Responsive Amendment itself was directed only to the 
amendments of claim 18, and it is this basis that determines whether the reply was proper or not. 
Consequently, the Amendment filed on September 27, 2001 was a proper reply, and the Applicants' 
attorney has established that it was, in fact, filed on September 27, 2001, well within the time period 
provided for responding. 



3 



Received from < +13106418798 > at 8/30/02 9:19:59 AM [Eastern Daylight Time] 



08-30-2002 06:17AM F ROM-Gates & Cooper LLP +13106418798 T-213 P. 007/019 F- 



In conclusion, Applicants' attorney requests recondition of the Decisioa On Petition 
Under 37 C.F.R. §1-181 to Withdraw Holding o£ Abandonment, reinstatement of the present 
application, and allowance of the application in its present form. 

No fee is deemed necessary in connection with the filing of this Request. However, should 
the Office determine that a fee is required, the Office is authorised to charge any such fee to 
Deposit Account No. 09-0460 of IBM Corporation, the assignee of the present application. 

Respectfully submitted, 

Paul C. Leung et al. 

By their attorneys, 

GATES & COOPER LLP 

6701 Center Drive West, Suite 1050 
Los Angeles, California 90045 
(310) 642-4146 



Dated: July 30. 2002 By: / A J If I 

Name: Gfcorge H- Gates 

Reg. No.: 33,500 
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COMMISSIONER FO« PaTO«T 

Unrrco States* Patent and Trademark Oryx: 

WASKtXOTOK, D.C. 2023 I 



George H. Gates 

Gates & Cooper LLP 

Howard Hughes Center 

6701 Center Drive West, Suite 1050 

Los Angeles, California 90045 



to re Application of: Paul C, Leung et al. 

Application No, 09/286,678 

Filed: April 2, 1999 

For: PLATFORM-TRANSPARENT 

REGISTRATION AND BUILD OF 
STORED PROCEDURES AND 
USER-DEFINED FUNCTIONS 





Paper No. 18 
JUL i 5 

MAILED Gates & Cooper llp 
JUL 0 8 2002 

Technology Center 21 00 



DECISION ON PETITION UNDER 37 
C.F.R. § 1.181 TO WITHDRAW 
HOLDING OF ABANDONMENT 



This is a decision on the petition filed May 24, 2002 to withdraw the holding of abandonment of the 
above-identified application. The communication is treated as a petition under 37 C.F.R. § 1.8(b) 
to accept papers as timely filed and as a petition under 37 C.FJFL § 1.181 requesting the Withdrawal 
of the Holding of Abandonment.(See MPEP § 711.03(c)). 

This application was held abandoned for failure to timely file a proper reply to the Notice of Non- 
Responsive Amendment of mail date September 17, 2001. A Notice of Abandonment was mailed 
on April 26, 2002. 



The petition is DENIED. 



RECENT PROSECUTION BACKGROUND 

March 14, 2001 - Final Rejection mailed. The Final Rejection contains two main 

points: 1) that the reissue declaration is defective because it fails to 
contain a statement of "without any deceptive intention" and 2) that 
claim 18 is not in proper form because it was not amended by 
bracketing and underlining with respect to original claim 1 8. 

June 14, 200-1 - Petitioner files an After-Final Amendment and Declaration. The 

Declaration contains the "without any deceptive intention" statement. 
The Amendment provides changes to claim 18. 
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Serial No. 09/286,678 
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June 20, 2001 - Advisory Action matted. Examiner points out that the After-Final 

Amendment will not be entered because it raises new issues that 
require further search and consideration. 

September 17, 2001 - Examiner issues a Notice of Non-Responsive Amendment. The 

Notice points out that claim 18 is not in proper form because changes 
are not made with respect to original claim 18. Furthermore, the 
Notice withdraws the finality of the previous Office Action. 

April 2, 2002 - Petitioner faxes an Amendment containing changes to claims 8 and 

18. This Amendment carries a Certificate of Mailing date of 
September 27, 2001. 

April 26, 2002 - Examiner issues a Notice of Abandonment. The Notice indicates that 

Examiner considered the Amendment, dated April 2, 2002, and points 
out that the Amendment does not correct the deficiencies in the Notice 
of Non-Responsive Amendment because the Amendment is not in 
accordance with 37 CFR 1.121 and 1.173. 

May 24, 2002 - Petitioner filed this petition to withdraw the holding of abandonment 

The petition includes a second, After-Final Amendment, dated May 
24, 2002, which contains changes to claim 18. 



BASIS OF OPINION 

The relevant portions of the Statutes and Rules are reproduced below. Emphasis is added to draw 
attention to the critical phrases. 

35 U.S.C, 133 Time for prosecuting application 

Upon failure of the applicant to prosecute the application within six months after any 
action therein, of which notice has been given or mailed to the applicant, or within such 
shorter time, not less than thirty days, as fixed by the Director in such action, ft e application 
shall be regarded as abandoned by the parties thereto, unless it be shown to the satisfaction 
of the Director that such delay was unavoidable. 

37 CFR § 1.135 Abandonment for failure to reply within time period 

(a) If an applicant of a patent application fails to reply within the time period provided 
under §1.134 and §1.136, the application will become abandoned unless an Office action 
indicates otherwise. 
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Serial No. 09/286,678 -3- 
Decision on Petition 

# 

37 CFR § 1.8 Certificate of mailing or transmission 

(b) In the event that correspondence is considered timely filed by being mailed or 
transmitted in accordance with paragraph (a) of this section, but not received in the Patent and 
Trademark Office, and the application is held to be abandoned or the proceeding dismissed, 
terminated, or decided with prejudice, the correspondence will be considered timely if the 
party who forwarded such correspondence; 

(1) Informs the Office of the previous mailing or transmission of the 
correspondence promptly after becoming aware that the Office has no evidence of receipt of 
the correspondence, 

(2) Supplies an additional copy of die previously mailed or transmitted 
correspondence and certificate, and 

(3) Includes a statement which attests on a personal knowledge basis or to 
the satisfaction of the Commissioner to the previous timely mailing or transmission. If the 
correspondence was sent by facsimile transmission, a copy of the sending unif s report 
confirming transmission may be used to support this statement 

MPEP § 706.07(d) Final Rejection, Withdrawal of, Premature 

1^ on request by applicant for reconsideration, the primary examiner finds the final rejection 
to have been premature, he or she should withdraw the finality of the rejection. The finality 
of the Office action must be withdrawn while the application is still pending. The examiner 
cannot vacate the final rejection once the application is abandoned. Form paragraph 7.42 
should be used when withdrawing the finality of the rejection of the last Office action. 

MPEP § 706.07(f) Time for Reply to Final Rejection 

The time for reply to a final rejection is as follows: 

(A) All final rejections setting a 3-month shortened statutory period (SSP) for reply 
should contain one of form paragraphs 7.39, 7.40, 7.40.01, 7,41, 7.41.03, or 7.42.09 advising 
applicant that if the reply is filed within 2 months of the date of the final Office action, the 
shortened statutory period will expire at 3 months from the date of the final rejection or on 
the date the advisory action is mailed, whichever is later. Thus, a variable reply period will 
be established. In no event can the statutory period for reply expire later than 6 montlts 
from the date of the final rejection. 

MPEP § 714.03 Amendments Not Fully Responsive, Action To Be Taken 

The practice under 37 CFR IJ35(c) of giving applicant a time period to supply an 
omission in a bona fide reply does not apply after a final Office action. Amendments after 
final are approved for entry only if they place the application in condition for allowance or 
in better form for appeal. Otherwise, they are not approved for entry. 
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OPINION 

The following provides reasons why the holding of abandonment should be maintained. 

L The application was abandoned for failure to timely file a proper reply to the Final 
Rejection of mail date March 14, 2001 by September 14, 2001 

Based on 35 US* G JJ5, Applicant is given six months, or within such shorter time, as indicated in 
an Office communication, to prosecute the application after any action therein. If Applicant fails to 
do so, the application is regarded as abandoned. 

Examiner issued a Final Rejection on March 14, 2001, setting a shortened statutory period of 
response to expire three months from the mailing date of the action. Applicant filed an After-Final 
Amendment on June 14, 2001. The After-Final Amendment did not place the application in 
condition for allowance. 

Upon failure of Applicant to timely provide a proper reply to the Final Rejection within the 3 month 
shortened statutory period or the maximum 6 month statutory period, the application was abandoned. 

Examiner issued aNotice of Non-Responsive Amendment in error on September 17, 2001. Because 
the application was in abandoned status, the Examiner could not properly issue an action in the case 
and it is of no effect. 
• 

In the Notice of Non-Responsive Amendment, Examiner withdrew the finality of the final rejection. 
However, once an application is abandoned, the Examiner cannot vacate the final rejection. 

In addition, the practice under 37 CFR 1.135(c) of giving Applicant a time period to supply an 
omission in a bona fide reply does not apply after a final Office action. (See MPEP § 714.03 above.) 

The Amendment, faxed on April 2, 2002, was also entered in error because the Amendment was a 
post-abandonment communication. 

II. Even if the Examiner's action of September 17, 2001 was valid, the application was 
abandoned for failure to timely file a proper reply to that mailing by March 18, 2002 

Assume for the sake of argument that the Notice of Non-Responsive Amendment issued by 
Examiner on September 17, 2001 was valid Applicant was given one month from the mailing date 
of the Notice to place the amendment in proper form for the reissue application. 

According to 37 CFR 1 •136(a)(1), Applicant may extend the time period for reply up the earlier of 
the expiration of any maximum period set by statute or five months after the time period set for 
reply, with the appropriate petition and petition fee set forth in 1.17(a). Thus, Applicant had until 
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Serial No. 09/286,678 
Decision on Petition 

March 18, 2002 to file a timely response to Examiner's mailing of September 17. 

Applicant submitted a faxed Amendment on April 2, 2002. The examiner erred in entering the fax 
of April 2, which applicant submitted as a copy of a response presumably faxed on September 27, 
200L The faxed amendment was entered in error because the Examiner was without authority to 
consider this Amendment since there was no adequate showing of a timely submission. However, 
Examiner considered the April 2 Amendment and found the reply to be non-responsive, as indicated 
in the Notice of Abandonment, dated April 26, 2002. 

Because Applicant failed to timely file a proper response to the September 17 mailing, the 
application was abandoned. 

m. This petition, mistakenly holding that the Examiner did not consider the Amendment 
faxed on April 2, requests that the faxed Amendment be accepted as timely filed and treated 
by the Examiner 

Applicant's submission establishes that the April 2, 2002 fax was timely filed on September 27, 
2001. The petition complies with the requirements set forth in 37 C.FJL § 1.8(b) by l)infonning 
the Office promptly, 2) supplying an additional copy of the transmitted correspondence and 
certificate, and 3) including a personal knowledge basis statement by Petitioner attesting to the 
previous timely transmission, as well as providing a copy of the sending unit's report confirming 
facsimile transmission. 

However, Applicant's petition is based on the misapprehension that the Examiner did not consider 
the Amendment faxed on April 2, 2002. In fact, the Examiner considered this Amendment, as 
indicated in the Notice of Abandonment, dated April 26, 2002. Thus, there is no basis for 
Applicant's petition as the April 2 Amendment was considered timely filed on September 27, 2001 
by Examiner, 

IV. Even when considering the April 2 submission as timely filed on September 27, the 
application would still be abandoned 

Applicant's April 2 Amendment failed to correct the informalities in the September 17 mailing. As 
indicated in the Notice of Abandonment, dated April 26, 2002, the Amendment was not a proper 
reply to the Notice of Non-Responsive Amendment because the claim changes were not in 
accordance with 37 CFR 1,121 and 1.173. Since Applicant failed to provide a proper response 
within the time period specified in the Notice of Non-Responsive Amendment, the application was 
correctly abandoned. 

V. The May 24, 2002 petition requests entry of a new Amendment, which Applicant admits 
was not previously submitted- this Amendment is not timely and can not be entered 

In the May 24 petition, Applicant' s Attorney submits a Second Amendment under 37 CFR 1.116 that 
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amendsclaim 18. However, this submission can not be a timely response to either the March 14 
«Z ^iTT °f 016 Se P teraber 17 > 2001 since it fells outside of the six month 

k 7 I "^Tf t0 dther aCti0lL Furth <™">> the mailing of April 26. 2002 was 
a Notice of Abandonment which does not set any period for reply. Therefore, this Amendment can 
Tint ne ent«wi 



. CONCLUSION 

Applicant's petition has established that the April 2 Amendment was filed on September 27 

2e SiSJ? P f ^.T^ beC3USe (1) A PP ,icant failed to «te » reply to 

meFnialRejecnonofmail date March 14,2001 within the 6 month statutory period, and (2)1 any 

s^tor^ricT t0 y ^ to ^September 17 m^gwithrn the 6mon* 

Accordingly, the petition for Withdrawal of Holding of Abandonment is DENIED. 
MPEP 71 1 .03(c) explains: 

A Petition to revive an abandoned application (discussed below) should not be contused with 
a petition from an examiner's holding of abandonment Where an applicant contends that the 
application is not in tact abandoned (e.g., there is disagreement as to the sufficiency of the 
reply or as to controlling dates), a petition under 37 CFR 1.181(a) requesting withdrawal of 
the holding of abandonment is the appropriate course of action, and such petition does not 
require a fee. 

Where there is no dispute as to whether an application is abandoned (e.g.. die applicant's 
contentions merely involve the cause of abandonment), a petition under 37 CFR 1.137 
(accompanied by the appropriate petition fee) is necessary to revive the abandoned 
application. 

^^MraP^nS 3 Petiti ° n t0 rcV,Ve *" dmnd0ned a PP Ucation . to 37 CFR 



Mafga^t A. Focarino, Group Director 
Technology Center 2100 

Computer Architecture, Software, and Electronic Commerce 
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Gates & Cooper LLP 

Intellectual property Low 
Howard Hughes Center 
6701 Center Drive Wost Suite 1050 
Los Angeles* California 90045 
Tel (3)0J 641-8797 
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Re: _ 



□ Telephone Call □ Voice Mail □ From fe^To: 
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Nome Phone No, 

D Conference With: 



□ Other: 
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Intellectual Property Low 
Howard Hughes Center 
6701 Center Drive West, Suite 1050 
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a,_ 30501. ikw-nr ^ 



Re: 



□ Telephone Call □ Voice Mail Ekfrom □ To: 

it. CI*!* 

Name Phone No. 

Q Conference With: _ 

□ Other: _____ 
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UNITED STATES OF COMMERCE 

Patent and Trademark «3the« 

^s: COM^SSKDNEROFPaTENTS AND TRADEMARKS 
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IS EXTENDED TO RUN _ MONTH(S). 

No M« tension wiU be granted unless approved by ,h* Commune, * C.P.R. 1.136 (I ) 
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